Surname, First Prutzman, Donald

name

Address 900 Third Avenue, Suite 1200
New York, New York 10022

Telephone (212) 508-6739

Fax (212) 371-1084

Email prutzman@thsh.com

Nationality/ Date of United States/November 1, 1951
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Educational /Professional Memberships

Harvard College (AB 1973)
New York University School of Law (JD 1976)

Admitted to the Bar: New York 1977, Pennsylvania 1976, Georgia 2003

International Trademark Association—Alternative Dispute Resolution Committee
New York State Bar Association—International Section, Co-Chair Intellectual Property Committee

Current Position

Partner, Tannenbaum Helpern Syracuse & Hirschtritt LLP, New York, New York

Professional Experience

As a practicing attorney, Mr. Prutzman has broad-based experience in intellectual property, trade
regulation and other commercial matters, encompassing both litigation and non-litigated matters. His
litigation experience includes numerous intellectual property and unfair competition, insurance coverage,
antitrust, securities law and trusts and estates cases at the trial and appellate levels, opposition and
cancellation proceedings and ex parte appeals before the Trademark Trial and Appeal Board, and
investigations before the International Trade Commission. He has also supervised and participated in
trademark litigation in foreign jurisdictions.

Mr. Prutzman’s experience encompasses a full range of non-litigated trademark and other intellectual
property matters, including complex licenses for trademarks, patents, fictional characters, celebrity
names and likenesses and copyrights, drafting and reviewing agreements for the purchase and sale of
intellectual property assets. He also has extensive experience in assisting clients with the selection
and protection of trademarks, and prosecuting trademark registrations in the United States and
throughout the world.

Mr. Prutzman has been selected for inclusion in New York Super Lawyers Intellectual Property
category for 2008-2020, Best Lawyers in America Copyright Law Category 2020-2021 and listed as



a legal elite in Avenue Magazine and a top-ranked intellectual property attorney in Fortune Magazine,
The American Lawyer and Corporate Counsel Magazine.

Arbitration Experience

Mr. Prutzman has served as an arbitrator in both domestic and international arbitrations. He is a
Fellow of the Chartered Institute of Arbitrators.

In addition to the SAIC Panel of Neutrals Mr. Prutzman serves on:

the Panel of Neutrals of the World Intellectual Property Organization;
the Panel of Neutrals of the International Center for Dispute Resolution
the AAA Panel of Neutrals,

the ICC (USCIB) roster;

the FINRA Panel of Neutrals;

the Panel of Neutrals for court-annexed arbitration in the United States District Court for the
Eastern District of New York.

Mr. Prutzman also serves on the Panel of Trademark Mediators of the International Trademark
Association.

Publications and
Presentations

Selected Publications

U.S. Supreme Court Holds Willfulness is Not Required to Award Infringing Profits in Trademark Cases
| E-Alert | April 2020

Disparaging or Offensive Trade Mark Registrations in the United States—Are there any Limits after the
US Supreme Court's Decision in Matal v Tam? | Oxford University Press, Journal of Intellectual Property
& Practice | December 2017

Getting the Deal Through: Distribution & Agency 2017-2020 - Q&A on the distribution of goods and
services in 17 jurisdictions worldwide | March 2017 (with Andre R Jaglom & Michele Itri)

Global Ransomware Attack: Basic Security Measures Every Business Should Adopt | May 2017
New Guidance for Human Resource Professionals to Avoid Antitrust Violations - December 2016.

Companies Must Account for New Law Protecting Confidential Information | Employment Notes -
December 2016.



2014 Decisions Clarify How the State of Limitations Applies to Copyright Infringement Claims - E-
Alert, February 2015.

Reducing the risk of violating competition law - PEI Alternative Insight — Private Fund Dispute
Resolution, January 2015.

Trademark Applications Based on Intent-to-Use a Proposed Mark—Be Prepared to Document Your
Bona Fide Intent to use the Mark - E-Alert, January 2014.

Overview of the Madrid System and the United States Perspective - International Law Practicum,
Vol. 25, No. 2, Autumn 2012.

Protecting Your Intellectual Property by Staying Informed and Knowing Your Options - Inside
Newsletter, Vol. 30. No. 2, Fall 2012.

ICANN Releases the List of Applicants for New gTLDS—Do You Need to Consider Any Action? -
June 2012.

"Online brawl," by L. Donald Prutzman and Amy S. Beard - Managing Partner Magazine, December
2011/January 2012 edition.

Selected Presentations

“Intellectual Property Protection—The International Framework of Multilateral Agreements” —Video
Course for Lawline—October 21, 2019.

“International Bridge the Gap, Intellectual Property Protection of Trademarks and Patents,” New York
State Bar Association International Section, June 17, 2019 and June 14, 2018.

"A Psychological Thriller--Mediation in Action"--played the role of mediator in a mediation with
psychological commentary--International Trademark Association Annual Meeting, Boston, May 18,
2019.

“Balancing ‘Free Speech” and “Good Taste” in Trademarks—International Approaches to
Registration of Disparaging, Offensive or Scandalous Trademarks,” Panel Co-Chair, New York State
Bar Association International Section, Montreal, October 26, 2018.

Copyright and Trademark Developments: What to Expect in 2017 - THSH CLE Program, December
6, 2016.

"Copyright Issues in Appropriation Art," Panel Co-Chair, New York State Bar Association
International Section, Paris, October 19-21, 2016.

Ten Common Intellectual Property Mistakes Businesses Make and How to Avoid Them - THSH CLE
Program, June 4, 2015.

A Guide to Introducing International Products and Services to the U.S. Market - NYSBA Global Law
Week 2015, May 13, 2015.

"International Intellectual Property Exhaustion", New York State Bar Association International
Section, Hanoi, October 23-26, 2013.
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